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Response to Arguments 

1. Applicants arguments with respect to claims 11-21 and 24-32 have been considered but 
are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre- AIPA 
35 U.S.C. 102(e)). 

3. Claims 11-15, 16-21, 26-32 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kawai et al (U.S. patent 6,404,994) 

Regarding claim 11 and 19 Kawai et al disclose: A method of processing a print job of a 
customer and including advertising with the print job; the method comprising the steps of: 
defining a print processing system controller having a plurality of advertisements registered 
therewith (note abstract, lines 12-15, also note column 6, Fig.4, lines 49-53) each of the 
advertisements having a profile associated therewith (note Abstract, lines 16-18 where the 
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copying machine displays a plurality of printable selection candidates form the plurality of 
advertisements) defining a network communication link between the customer and the print 
processing system controller (note column 8 lines 25-35, where the coping machines are 
connected to the customer through the network) receiving a data file for the print job from the 
customer at the print processing system controller via the network communication link (note 
again column 8 lines 25-35) processing the data file for the print job and determining from the 
data file a content of the print job (note column 8, lines 49-62, also note column 9 lines 23-34) 
and associating at least one of the advertisements with the print job (note column 8 lines 52-57) 
including automatically selecting the at least one of the advertisements based on the content of 
the print job and the profile of the advertisements (note column 16 lines 4-13, also note column 
10 lines 49-58). 

Regarding claim 12 Kawai et al disclose: The method of claim 1 1, wherein the step of defining 
the network communication link includes defining an Interact communication link between the 
customer and the print processing system controller (note column 8 lines 25-35). 
Regarding claim 13 Kawai et al disclose: The method of claim 1 1, wherein the step of 
associating the at least one of the advertisements includes comparing the content of the print job 
with the profile of the advertisements and associating the at least one of the advertisements with 
the print job if the content of the print job coincides with the profile of the at least one of the 
advertisements (note column 8 lines 46-63). 

Regarding claim 14 Kawai et al disclose: The method of claim 11, further comprising the step 
of printing the print job and wherein the step of associating the at least one of the advertisements 
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includes printing the at least one of the advertisements with the print job (note column 5 lines 37- 
59). 

Regarding claim 16 Kawai et al disclose: The method of claim 1 1, further comprising the step 
of: registering the advertisements with the print processing system controller (note abstacte). 
Regarding claim 17 Kawai et al disclose: The method of claim 16, wherein the step of defining 
the network communication link includes defining the network communication link between at 
least one advertiser, the customer, and the print processing system controller and wherein the 
step of registering the advertisements includes registering at least one advertisement of the at 
least one advertiser with the print processing system controller via the network communication 
link (note column 8 lines 25-35). 

Regarding claim 18 Kawai et al disclose: The method of claim 16, wherein the step of 
registering the advertisements includes storing the advertisements and wherein the step of 
associating the at least one of the advertisements includes retrieving the at least one of the 
advertisements (note abstract, also note column 9 lines 23-34). 

Regarding claim 20 Kawai et al disclose: The system of claim 19, wherein the print processing 
system controller is configured to communicate with the customer via a network communication 
link, and wherein the print processing system controller is adapted to receive the data file for the 
print job from the customer via the network communication link (note column 8 lines 25-35). 
Regarding claim 21 Kawai et al disclose: The system of claim 20, wherein the network 
communication link is an Internet communication link (note column 8 lines 25-35). 
Regarding claim 24 Kawai et al disclose: The system of claim 19, wherein the print processing 
system controller is adapted to compare the content of the print job with the profile of the 
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advertisements and associate the at least one of the advertisements with the print job if the 
content of the print job coincides with the profile of the at least one of the advertisements (note 
column 8 lines 46-65). 

Regarding claim 26 Kawai et al disclose: The system of claim 19, wherein the print processing 
system controller is configured to communicate with at least one advertiser via a network 
communication link and wherein the print processing system controller is adapted to receive at 
least one advertisement of the plurality of advertisements from the at least one advertiser via the 
network communication link (note column 8 lines 25-35). 

Regarding claim 27 Kawai et al disclose: The system of claim 26, wherein the network 
communication link is an internet communication link (note column 8 lines 25-35). 
Regarding claim 28 Kawai et al disclose: The system of claim 19, further comprising: a print 
processing data storage system configured to communicate with the print processing system 
controller and store the advertisements therein (note abstract, lines 1-19). 
Regarding claim 29 Kawai et al disclose: The method of claim 11, wherein the profile of the 
advertisements includes at least one of keywords and a theme for each of the advertisements 
(note column 10 lines 49-67). 

Regarding claim 30 Kawai et al disclose: The method of claim 1 1 , wherein determining the 
content of the print job includes determining a profile for the print job based on at least one of 
keywords and a theme of the print job (note column 9 lines 23-34). 

Regarding claim 31 Kawai et al disclose: The system of claim 19, wherein the profile of the 
advertisements includes at least one of keywords and a theme for each of the advertisements 
(note column 6 lines 32-59). 
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Regarding claim 32 Kawai et al disclose: The system of claim 19, wherein the content of the 
print job is determined from a profile for the print job as based on at least one of keywords and a 
theme of the print job (note column 8 lines 46-67). 

Allowable Subject Matter 
4. Claims 15 and 25 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Contact Information 

> Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Saeid Ebrahimi-Dehkordy whose telephone number is (571) 272-7462 . 
The examiner can normally be reached on Monday through Friday from 8:00 a.m. to 5:30 p.m. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Kimberly Williams, can be reached at (571) 272-7471. 

Any response to this action should be mailed to: 

Assistant Commissioner for Patents 
Washington, D.C. 20231 
Or faxed to: 

(571) 273-8300, (for formal communications; please mark 
"EXPEDITED PROCEDURE") 

Or: 

(703) 306-5406 (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 
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Hand delivered responses should be brought to Knox building on 501 Dulany Street, 
Alexandria, VA. 

Any inquiry of a general nature or relating to the status of this application should be directed to 
the Group Receptionist whose telephone number is (703) 305-4750. 

Saeid Ebrahimi-Dehkordy 
Patent Examiner 
Group Art Unit 2^25 
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